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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claim 44 is rejected under 35 U.S.C. 102(b) as being anticipated by Arima (5,124,189). 
Arima discloses a weather seal comprising a sealing surface defined by a first cellular 

portion R2 and a second cellular portion R3, which is different from the first. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-5, 7-38, 40-43 and 46 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saint-Louis Augustin (5,005,317) in view of Bova. 

Saint-Louis Augustin discloses a weather seal with a seal portion 31 formed of a 
polymeric material. An outer sealing surface is defined by two, different materials 31 and 37. 
The second material 37 is formed in strips, bands, random patterns, is projecting, and is flush (at 
tip). Saint-Louis Augustin does not disclose that the second material 37 is a freeze release 
material and does not appear to specifically disclose the seal is cellular. Bova teaches a weather 
seal. Bova teaches forming a sealing surface of the seal with two materials, one being a freeze 
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release material, the other being cellular. Bova teaches various materials (including thermosets 
and thermoplastics) for both portions that cooperate well together (see col. 3, line 65 through col. 
4 line 45). The freeze release material can also include particles (col. 3, lines 3-34). Bova 
teaches using the freeze release material to improve the seal with a desired freeze release and 
coefficient of friction. Therefore, it would have been obvious for one of ordinary skill in the art 
at the time the invention was made to modify the weather seal with the materials taught by Bova 
to produce an improved seal with desirable freeze release and friction properties. 

Regarding claims 14 and 25, making the freeze release area between 1/3 to 2/3 of the 
sealing surface area is considered a design choice. It is not considered inventive to discover the 
workable or optimum ranges by routine experimentation. See In re Aller, 105 USPQ 233, 235 
(CCPA 1955). Therefore, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made to make the freeze release area between 1/3 to 2/3 of the sealing 
surface area as a matter of choice in design. 

Regarding claims 4, 32, and 46, making the sealing portion a bulb is considered a design 
choice. See In re Dailey, 149 USPQ 47 (CCPA 1966). Further, it is known that weather seals 
can have a finger-like or bulb sealing portion as evidenced by Nozaki '029. And, it appears that 
either shape performs equally as well. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to make the sealing portion a bulb. 
5. Claims 6 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Augustin 
in view of Bova as applied to claims 1 above, and further in view of Miyakawa (5,441,685). 

Saint-Louis Augustin does not disclose the material is flush with the cellular portion at 
the contact portion. Miyakawa teaches a weatherseal comprising a sealing portion with a 



Application/Control Number: 10/649,463 Page 4 

Art Unit: 3673 

coating. Miyakawa teaches the coating 10 can be applied in a projecting or flush manner (Figs. 3 
and 4). Therefore, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to make the freeze release material flush with the cellular portion as such is 
an art equivalent arrangement as taught by Miyakawa. 

6. Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Arima. 

Arima does not appear to disclose the materials are polymeric. The selection of a known 
material based on its suitability for its intended use is not considered inventive. See In re Leshin, 
125 USPQ 416 (CCPA 1960). Therefore, it would have been obvious for one of ordinary skill 
in the art at the time the invention was made to make the materials polymeric. 

Allowable Subject Matter 

7. Claim 47 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Response to Arguments 

8. Applicant's arguments filed 10-12-05 have been fully considered but they are not 
persuasive. 

Regarding the arguments about the seal having cellular material, it is important to note 
that claim 21, for example, does not require cellular material. Regardless, Bova not only teaches 
the use of a freeze release material, but also teaches that the main seal body is made of a cellular 
material. Bova teaches specific materials that cooperate well together. Further, it is know that 
the body of a weatherseal can be made of a cellular material as evidenced by Nozaki, Guillon, or 
Willett. Saint-Louis Augustin also discloses the seal can be made of varied materials with varied 
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hardnesses. Using a cellular material would provide the necessary strength to maintain shape 
while providing good bond with the skin portion. 

Regarding the arguments that St. Louis teaches away from material 31 touching the 
window, the examiner disagrees. The purpose of material 37, which is clearly applied in a 
spaced apart manner to 31, is to reduce friction. If the purpose of the material were to prevent 
the material 3 1 from ever possibly touching the glass, it would not be provided in a fractioned 
matter. If it were unacceptable for material 31 to contact the glass, the coating 37 would be put 
on every possible portion that might ever potentially contact the glass. However, this is not the 
case. Further, Guillon, EP c 341, EP' 989, and Miyakawa '685 show friction coatings provided in 
spaced strips. Clearly, it is an acceptable and known practice to use spaced coatings, thus 
allowing the potential/probability that the base material will contact the glass. Further, 
Miyakawa's Figure 3 shows a freeze-release coating 10 in a flush relationship with the material 
of lips 3. Clearly, a portion of the material of the lips will contact the glass. (NOTE: this 
reference could be modified with a teaching of a cellular material to provide the claimed 
weatherseal.) Therefore, the examiner submits that the combination produces the claimed 
invention and both materials would contact the glass as required by the claims. The claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim. 

Regarding the arguments against Bova, the test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or all of the 
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references. Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981). Further, Bova could be modified with St. Louis or Guillon in that both teach 
making a coating spaced/fractioned to provide flexibility. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062. 
The examiner can normally be reached on M-F (10-7:30), with alternate Friday's off. 

The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Alison K. Pickard 
Primary Examiner 
Art Unit 3673 
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